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- Before M. Justice Batly. .
“HEINIGER, Praxmirs, ». DROZ Axd ANOTH}%R,\DEFENDANIS.T* ] 1900.

- N o o e : September 29,
Trade-mark — Rights of importer of goods .bearing manufacturer's or “Ghio L8

producer’s trade-mark—Contract by importer for exdusive supply of goods— 9, 11,12 and
False statement in trade-mark—Deception—Evidence— Admissibility of x "W”‘be" 5.
Judgment qf Foreign Court—Evidence Act (I of 1872), section 32 clause 4,
and sebtion 42— Parties—Joinder of parties—Civil Procedure Code (XIV
- of 1882), sections 27, 31, 32 and 34—Practice.

The plaintiff, an importer and seller of watches, suéd to restrain the defendants
from importing into or selling in Bombay or other parts of India watches
similar in appearance to a certain- class of watches imported and sold by the
plaintiff and having- a trade-mark so similar to the trade-mark on the watches
imported by plaintiff that it was calculated to decéive purchasers into the belief
that such watches were watches imported and sold by the plaintiff. It was
proved that the trade-mark on the watches so imported by the plaintiff was not
the trade-mark of the plaintiff but that of the manufacturer in Switzerland, and
that the plaintiff was merely an importer and - ‘seller of the watches under a
contraet for exclusive supply in India. : ~

Held, that the plaintiff was not entitled to an injunction. An importer can
only protect a trade-mark representing his own reputation and the advantage
aceruing therefrom, but nct the trade-mark of -another, a manufacturer or
producer. It Wwas necessary for- the plaintiff to show that the value of the trade
which he cafried on was due to the reputation acquired by and attaching to the.

' trade-mark as a guarantee of importation by him and not merely as a gnarantee -
of manufacture by somebody else and that therefors the imitation of that
trade-mark was an infringment of an exclusive right of his own entitling him
to ask for proteetion.. This the plaintiff has failed to do.

Tt was contended by the defendants that in no case was the pla,mtlff entitled
to relief, inasmuch as by using the words ¢ Roskopt Patent” in the trade-mark
for which he claimed protection he was guilty of deception, the fact being that
therc was no patent in existence for the watches which bore this trade-mark.
A certified copy of the judgment of a Swiss-Court against one Ferdinand
‘Schmidt on this point was tendered in evidence. ’

Held, that the issue as to the use of the word ¢ Patent’ could not be decided in
this case if the trade-mark in question was not the plaintifi’s, as the Court eould
not in this suit decide whether Messrs. Schmidt and Company Were or were not
precluded from using the word ¢Patent’ on Roskopf watches manufactured by

- * Suit 113 of 1900.
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them. No decision on the pomt oould have effect in & case to which Messrs,
Schmidt had not been made & party. .

Held, also, that the judgment tendered was not adm15s1ble in ev1dence,

An application was made on behalf of the plamtlﬁ' to add the manufacturer as
co-plaintiff in the suit.

‘ Held, that the application should be vefused.. The plamtlﬁ’s case-Wag-wholly _

~ different from that of the manufacturer. The plaintiff's case was that the

defendants had. infringed his trade-mark as importer, the exclusive right to

. which in India had beon established.. The manufacturer’s claim would raise

questions as to his rights to adopt and protect; it in the country of its origin and

" consequently in all possible markets in which it might be mtloduced Sections
- 27 31 and 32 of the Civil Procedure Code did not apply.

THE. plaintiff prayed for an injunction restraining the defendants

from importing into or selling in Bombay or other parts of- Indxa. B

a certain class of watches. , :
The plaintiff was a watchmaker, doing business in Bombay, and -

“he alleged that he had for many years been importing and selling

in Bombay and elsewhere in India watches of a particular

.description of two sizes known as the Roskopf Patent Watches, -
_which were manufactured- at Chaux de Fonds in Switzerland by
- g firm carrying on business in-the name of “ Widow of Charles

Leon Schmidt,” the name “ Roskopf,” inside a circle with a white
star of five points in the centre enclosed in an irregular whxte .
line, -being the registered trade-mark of that firm in Switzerland.
The plaint stated that the watches imported - by the plaintiff
bore the words « Roskopf Patent ” inside a circle with a ‘white star
of five points in the centre enclosed in an irregular white line on

_ their face and had the said trade-mark also stamped on the back of

the case, and that the plaintiff’s said watches were well known and

- much inquired for and purchased in India, particularly by natives,

under the name of “ Roskopf ”-watches, and that the plaintiff
had acquired a reputation and made considerable’ profit by the
sale thereof : that in October, 1899, the plaintiff learned that the

~ defendants had imported into Bombay a consignment of watches

of two sizes, very similar in size, shape and general appearance -
to the plaintiff’s said watches and having the word « Horoscope™ ‘
in a circle with a design in the centre not unlike a star in the
same position as the word “ Roskopf » appeared on the plalntlff’
Wa.tches.

“«
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“The plamtxff allenred tha.t the plonunclablon of the words
* “Roskopt” and “ Horoscope” by -non-English rspeakmv persons
" was 80 much alike as to mislead a purchaser, and he charged that
the defendants had 1mported the” “ Horoscope ” watches with the
. obJect that persons might be deceived into the belief that they
~ Were buying the plaintifi’s Roskopf watches, and that the use of

the name “ Horoscope,” especially when taken in conjunction with
the said circle and design on the face thereof and the size, shape .
and appearance of the said watches, would cause the same to be‘

sold as the plaintif’s Roskopf watches. . -
_The plaint further stated that the watches 1mporhed by the
defendants had been manufactured by one C. Meyer Griiber of
- Chaux de Fonds .in Switzerland, and that - the - plaintiff’s

manufacturer had taken legal proceedings against -him in
Switzerland, whereupon C. Meyer Griber had given a written

- undertaking to have the word “ Horoscope ”” cancelled and not

t6 usé ib any more or to make use in futme of any trafle-mark

snmlar to that of the plaintiff.

It was further stated that after the arrival of the ‘defendants’
consignment, of watches in -Bombay the plaintiff remonstrated
© with"the first defendant and objected to the salé thercof as’ “being
an infringement of his trade-mark and required the first defendant
t0 re-ship the. watches to Switzerland, but the first defendant,
while admitting that the watches appeared to he'an imitation of

- the plaintiff’s watches and an infringement of his trade-mark and

calculated to deceive purchasers, expressed his inability to re-shlp
the watches to Europe as the consignment was a large one,
- The- plaint " prayed for a perpetual injunction against the

 defendants, for an account and for delivery up of the defendants :

consmnment to be destroyed S

Tt appeared from the evidence given at the hearmg that theA

trade-mark on the watches  imported by the plaintiff was not his
“trade-mark, but was the trade-mark of Messrs. Schmidt and Co.’
the. evporters and that the plaintiff imported and sold these
watches under a contract for exclusive supply in India.

The deferdants in' their wrltten sta.tement traversed all the
: allefratmns in the plmnf - S
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- 1900, .At the hearing the defendants raised the f_ollowing‘ issues 1— -
_,Hnrgxc‘im_ " (1) Whother the plaintiff has such an interest in the trade-mark as to entitle

Doz . him to maintain this suit.
.-(2) Whether the defendants by the 1mportatlon of Horoscope Wa.tohes, men-
honed in the plaint, have infringed any trade-mark belonging to the plaintiff.

"(3) Whether the defendants by the impottation of the said Horoscope watches
have attempted to pass or passed off the said watches as the Roskopf ch,tches :
lmpmted by the plaintiff.

. {4 Whether the plaintiff is entitled tothe relief claimed or any part thereof
(5) Whether the plaintiff by using the word “ Patent " has not heen guilty of
- deception, and whether hois not thgreforé disentitled to relief in this suit.

- In the ’coufse of the hearing of the case the following words
were allowed to be added to the fifth issue:

¢ And are the defendants enfitled at this stage to take this obJectlon, not ralsed
_in the: written statement w1thoub notxce

Rmkes (Wlt‘l Scolt) for defendants.

The fiyst objection to the plaintiff’s s case is that the Watches f01
which he asks protection bear a falseinscription. They arecalled
¢ Roskopf Patent.” . But the ev1dence shows that there is no
patent in existence for these watches. Where a false statement
of this kind is made the Court will not grant an injunction.
_ Sebastian’s Law of Trade-Marks (4th Edition), page 213 ¢t seq.,
Morgan v, McAdam; @ Tlavel v. Harrison® 5 Ford v. Foster®
Leather Cloth C’omjmny v. American Leather Cloth Company.®
Next we say the plaintiff has not such an interest in this trade-
mark as to entitle him to bring this suit. It does not belong to
him. It belongs to  Messrs. - Schmidt and Company. - The -
plaintiff is merely an importer of these watches : Richards v.
Butcher.® . Messrs. Schmidt might sue, but- ‘they have not done
s0, and they are not parties to this suit. The fact that the.
Pblaintiff is the exclusive importer of these wa,bches under a

- contract’ with Schmidt and Company does not .give him a right -
tosue. No amendmentcan now.be made. Bhanw v. Kashinath® ; .
Sayad AMM Hak V. Gulam Jilani®; dyscough v. Bullar.®

.11) (186626 . 7. (ch.) 98, , ) (1891) 2 Ch. 522,

(2} (1853) 10 Hare. 467, () (1895) 20 Bom. 537.
© @ (1872) L. . 7 Ch, 611, ) (1895) 20 Bom. 677.

@ (1865) 11H. L. C. 523, ® (1889) 41 Ch. D, 341.. ",

'
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Next, on the meuts, 1o 1nfrmgement of the trade-mark has been

" shown.

' Robm tson\(wmh _Z}amy, Advocate General) for plamtxff

The objection to the use of the word ¢ Patent {5 one of which
we have had no notice. It ought to have been taken in the
written statement. It is too late to take it now. So also the
objection that the plaintiff is not the proper person to bring this

suit has ‘now been made for the first time. That objection also-
should'have been taken in the written statement—Civil Procedure,

“Code (XIV of 1882), section 34. - On the general questlon they
) cited Ralli v. Fleming® ; Apollinaris Company V. No;ms/o@)
.ch]mds v. Butcher® ; lede v. Norman,® ‘

© Barry, J.:—This case was concluded onl ‘FridaIyEthe 12th
October, a little before the time the Court ordinarily rises. It

was understood that there would not be time before my vacating

office,—~my tenure expiring on the next day, Saturday the 13th—
to consider the evidence and write and deliver judgment. Counsel
for both sides agreed, thereupon, to accept judgment though
.written and delivered after the expiry of office as if written and
- delivered before. It was also understood that judgment should
be accepted if delivered by my successor in office. . The case .was
- contested strenuously and with distinguished ability -on both

sides, and the points involved requiring careful cons1derat10n,
* there was no alternative to the course agreed to.
- In this case the plaintiff, Charles Heiniger, seeks a perpetual o

1n]unc,t10n to restrain defendants, Constant Droz and Amotritz,
- their servants and agents, from importing or selling in-Bombay

or other parts of India any watches similar in appearance to
‘the watch “ Horoscope” or " having on their faces a circle with ~

the word “ Horoscope ” therein and with the design at present

~  appearing on watches sold under that name, or having any design
or mark whatsoever which may be calculated to deceive
purchasers into the belief that such watches are the watches of

the plaintiff. A prayer is'added for account and for the delivery

W (18753 Cal, 417, () (1591) 2 Ch. 522.
@ (1875) 33 In . (N, §.) 242, ) (1872) Lo B, 14 Eq. 348,
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for dest1 uction of uuch watches as the defendant has 1mp0rhed 6f

" the deseription complained of.

‘The. plaint sets. forth that the plaintiff, as Watchmmker and
jeweller, has for years past imported watches made by the firm.
of C. L Schmidt and Co. of Chaux de Fonds in Switzerland, and
known as ¢ Roskopf Patent >’ watches, the trade-mark appearing
thercon as duly registered in Switz erland being further described ;-
and alleges that those watches having acquired a local reputation,
the defendants have, with intent to deceive the public or purchasers,
imported the  watches known as “ Horoscope ” bearing a design
similar to that of the “ Roskopf” trade-mark, in consequence
of which steps were taken not -only to stop :the defendants’

- consignment in the - Customs House, but to proceed criminally
* _against the defendants under section 486 of the Indian Penal

Code and section 7 of the Merchundise Marks Act, 1889, The
plaintiff further alleges that the manufacturer of the Roskopf \
watches in Switzerland took proceedings against Messrs, Gréber,

the manufacturer of the Horoscope watches in the same country,

with the ultimafe -result - that 'Messrs'._ Griber undertook to
cancel the trade-mark ““ Horoscope,” and to make no further -
use of any trade-mark similar to that of the plaintiff.: The
plamtlﬁ also averred in the plaint that he believed tho
defendant to have been aware that another importer of Horoscope
watches, Phiroz Punthaky by name, had consentéd to re-ship, on
plaintiff’s remonstrances and threats of proceedings, a consignment
of Horoscope watches on the arrival thereof in Bombay. - The
plaint contains a further statement that the first defendant.

.admitteds the apparent imitation of the ROQLOpf watches in

the Horoscope consmnment but declined to re-ship as thab

consignment was a large one. These allegations appear to be the -

nost material of those contained in the plaint for the purposes.

: of the decision of this case.

“The defendants in their written statement deny all knowledge -
of the -reputation and profit alleged to ‘attach to the Rogkopf o
watches, .and . also deny that any dccephve similarity exists
between the Horoscope watches imported by them  and the

- plamtlﬁ”* Roskopf watches and twi.de- marL, beyond such -
. 1nev1tnble 1csemb]anco as is common to all. cheap: Sw1ss-nmde'
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) Wzttchos, and they assert that there “has been no infringement .of
the Roskopf tradesmark, and that the Magistrate in the criminal -
* proceedings referred to so detided in dismissing the complaint. -

The + defendants also denied all knowledge of the alleged

~ negotiations between the firms of Schmidt and Griber, the -

- ‘manufacturers respectively of the TRoskopf and :Horoscope

watches, and.of the alleged undertaking by Messrs, Griber, and

- they disputed the relevancy of the allegations in the plaint on
* this matter. The first defendant further denied all knowledge
of the facts” alleged in the plaint as to the stoppage of the
- consignment to Phiroz Punthaky. " He also- denied - that he
had ever admitted the Horoscope watches to be an imitation
of the Roskopf watch or to be an mfnngement of plamtlff’s
_trade-mark.

The" defendants ccunsel, Mr. Scott,’ .rmsed the followmg
" issnes :—

1. Whether the plaintiff has such an interest in the tmde- 7

mmsrk as to entitle him to maintain his suit?

2. “Whether the defendants by thé 1mportat10n of Horoscope
watches, mentioned in the plain$, have infringed any trade-mam
belongmtr to the plaintiff'? ’
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Whether the defendants; by. the 1mportatxon of the said

- Hoyodcope watches, have attempted to pass, or passed off, the

said watches as the Roskopf watches imported by the plaintiff ? -

. 4. 'Whether .the plaintiff 1s eutltled to the relief claimed ovl'»

any paxt thereof ?
~ Whether the plaintiff by using the Word “ Pabent » has

not been . guilty of deception, and Whethel he is not thelefore

) dlbentltled to.relief in this suit ?
. The learned Advoeate General, who appeared for the plamtlﬁ
at the first hearing, objected to this issue as not raised by the

~ written statement which was filed on 22nd February ; and that,
‘had the poinb been raised, the necessary ev1dence could hfwe B

been obtained-from Turope on the point. .
" Mr. Scotb for the defendants referred to section 147 of the Code
“of Civil - Procedure, 1882, which contemplates: the framing of

~ issues.-on allegations on oath made by the parties or by persons

plesenb on their behalf or on allegations made by ’oh& pleaders
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No adjournment, he contended, was necessary, but if necessary,

~ .an adjournment-could be made. Roskopf » he alleged to be a'

system, not a “ Patent.”
The Advocate General objected that the questlon mvolved

- would be one of ‘Swiss law and that an adjournment would be

necessary : that the use of the word “ Patent ” was justifiable and

- was recognized as it formed part of the registered trade-mark in
 Switzerland. ‘

The issue was then allowed to stand with thls addition ;- ¢ And
are the defendants entitled at this stage to take, without notlce,
this objection not raised in the written statement ?*’ _

The case was then proceeded with on 29th September, 1st, 8th,
9th, 11th and 12th October. The plaintiff and three other
witnesses on his behalf, and the defendant No. 2 and two other
witnesses on behalf of the defendants being examined, and
forty-two exhibits for plaintiff and twenty-three for defendants

" being put in evidence,

The first and fifth issues are_ mamfestly prehmmary pomts as
to the right. of the plaintiff to sue, and it will therefore be con-
venient to ' consider them instead of proceeding to the
‘examination of the general evidence and the exhibits,

‘Now with regard to the use of the word “Patent” on the
Roskopf watches, it is obvious that the issue on that point
cannot be decided in this case if the trade-mark in question is
not the trade-mark of the plaintiff, as this Court could not in the
suit, as ab present constituted, decide as to whether Messrs. Wille
Schmidt & Co. of Chaux de Fonds, Switzerland, were or were not
precluded from making use of the word “ Patent’” in relation to
the Roskopf watches manufactured by them, If the trade-mark

- in its entirety belongs to Messrs, Schmidt & Co., the plaintiff

could claim no right to protect it from infringement whether it did

~ or did not contain any element of deception, and no decision as

to the right of Schmidt & Co. to use the phrase * Patent”
could have any efféct in a case to which that firm had nob been
ma.de a party. : '

© Mr. Scotf, on behalf of the defendants, indeed tendered a
document which purported to be a certified copy of a judgment
by a Swiss. Court against one Ferdlnand Schmidt on the point -
in quesmon, and ab first attempted to ]ustlfy its adm1s51b1htv '
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7 nder sectlon 32 (4) of the Indlan Ev1dence Act 1872 as: an’v‘
.-opinion’as to a mattcr of pubhc or weneml mterest _That’ Qlause,

however, Would mamfestly be mapphca.ble to a. document.’:ﬂi-'

gpurpmtmw to. {deal .with the rights of a przvate mdlvxdual as
_against “the- pubhe, in" which- the mterests of. the 1nd1v.1dua1
vrformed the subject-matter of the statement nor is it poss1b1e
:Zto say. tha,t the- statement of. opinion_in the Judgment could,

Wlthm the. meamnn‘ of ‘the concluding words of that. .clause, be
oT efmrded -as, made befme any- contw\ersy as: to- such _matter
:hdd arisen. - For similar reasons section 42 of the Ewdence “Act
:appe"é‘red equally 1napproprmte And a8 the defendant in - the
“case _referred to is not allenred to have any p11v1ty with - the
:present plamtlﬂ:‘ the adm1s31b111ty of - the document 1n questlon'
:dld not appear to h'we been made out, - .- L L

" The difficalty that arosg in connectxon Wlth th1s pomt 1llus-
:tmtes, however, the' grave 1mportzmce in- such ‘4 case . as the'
i’plesent ‘of the questlon whether the plalntlff is elther 1espon31ble'
for, or entitled to protect the trade-m‘uk 0 the watches whlch
‘he nnports or sells S s ~ i
. The plaintiff allewes his . Cross- exammatmn tth he
'beheved the words Roskopf Patent ” in the tra,de-matrk mean
;that a certain pmt of the watch is patented - that he had nothing
;to show that but tha,t it is patented in- Belne, 1n SWltzer]and ~
:he beheves Tt is ev1dent that the plamtlﬁ‘ is not and, at all
Vevents at present, “could ‘not be espected to- be in: ‘possession of
“the full mformatlon and’ documents that Would ‘be . requisite.
to Justlfy the use o the Word “ Patent 2. ‘111 the trade-mmk

zmd if it be a questlon between the defendunts and. the plesent
Jp]amtlﬂ’ whether the latter is d1sent1tled by the use of the. wmd 7
.to bring the suit,. it may well be: that the omlssmn from the
wrltten statement -of all 1eference to the ObJeCtIOH now taken,
.and the absence of adnnssﬂole ev1dence on thelr part to support
“in. -any way. their contentlon, might, in: the cncumstances of the.
.case, absolve the plaintiff- from the necessity of meeting. an
: unsupported allegation of fact which is .not admltted by hnn,‘
and “which -he has had insufficient notice. that he would be.
called on. to. meet unless and until the plamtlﬁ' has established
1ns,irmht ‘to .the; trade- .,m%ﬂ.x. Howeyer,'_;t is_ unnecessary - to-

Tp 553=2.
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51900, 7 cons1der the eﬁect of the cases c1ted by - Mr. Raxkes—-—&nger
THucer - Manufacturing-Co.v. Wilson, . Morgan v. M’ Adamn,® Marshald v,
D:oz - Ross® Sykes v. 8 Jhs,‘” Flavel v. Harrison,® Ford v. Foster®—on
7~ ~behalf of the defendants for the purpose of questioning the propriety:
- of the word “ Patent’” in_connection with the watch in question,
-or.to discuss the possibility that the word “Patent” may have
“been used only as- parb of a well-known designation rather thanas.

a representation that the watch is protected by an existing patent. .

- The point of primary importance for the plaintiff’s case is.
that he should show that the value of the trade which he carries_
on is due to the reputation: acqmred by, and attaclnnor tos the

“trade-mark as a guarantee of importation by )/ /zzm, and not mere]y
as'a gumantee of mamg]‘ac&ure by somebod 'y else, and that there-
fore -the 1m1tat10n of that tmde-mark is’ an infringement of an

‘excluswe right of his. own, enmtlmfr him to ask for protection |
‘in thls couitry. The ewdence on thls: pomt consists of plaintiff’s
own statements of certam entnes in his books, of the certxﬁca.be of
1eg1strat10n of the trade-mark and of the ev1dence of defendants’ -
witness “(No. 2). Ha;ee Mahomed and the invoice (Ex 2]) of
1mp0rtat10n by bim, - : -

And, first, it must be noted that the plamt a.llecres only thab
~t,he plaintiff has for years past imported the watehes in queshon,
allegmo- no further ground of titls to. the tmde-mark -

“In exammatxonqn—chwf the plaintiff stated :.

e I have been carrylnv on business for ten years in Bombay, durmg \vhlch

I have been ‘importing watches called Roskopt into Bombay. I have been the
sole 1mporter for the last elvht years... They have always had on their faces,
backs, and inside, the same-design, as long as I have been importing them .,.., .
The  defendant had six samples in-his office of the Horoscope watch . . o b
Mr, Droz (defendant 1) admitted they:(the watches imported by him) were‘an 'l
/mnta.tlon, but said that 1 should have stoppei the reolstmtlon of the word -
¢ H0r0scope m watzerland ! :

And in cross-exammablon by Mr. Scott plamtlﬁ stated

L These watches are made at Chaux de Fonds. in Syitzerland . ... My
1prmexpals are Veuve Schm1d+ & Co.’and Wille' Brothers vov I am not p:nd by

;"\‘;ru'i;" : . ~‘=.. . SRERURESERE A

(7 (i876) 2 Cha D. 434, 456:—\ e /-‘,‘(4) (18263 B. & Or. oL,
7,031 (1866) 36 Lu J. Chy 228, - - ' () (1853) 10 Hare. 467, - .-
@ (1869 L. R.8Fq. 631, " . (9 (1872) LR, 7 Ch, 611,

R - Lo
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my prmc:pals “The Watches are not sent on commlsswn sale I'get 10, bo‘nusv :1909. L

“.on'the sale of the watches. I make my profit. They are sent to me on credit. mexézn

- gob my last consignment of Roskopt » watches last month from Wille Schmidt - vl
ROZ, 5 -

~ &Q0: The two firms combined many years ago.  For the sale of the watches ~ -

: they are combined ; not for the ‘manufacture. ‘I have no wmtten agleement

“'with Wille Schmidt'& Co. My -business with them- ocmmenced in 1894-95.

~'The terms ‘were amanoed by persona.l interview.- There is no written record of
‘the terms . vi* I say a star in concentrxc cn'cle is the property- of my ﬁrm, thfat

s to say of Wille Schmidt & Co.” - . ; -

"" The above statements, it is to be noted were' all made befme the
two o’clock recess on 29th September—the - ‘day the issues were .
framed.  The plaintiff had, then, been asked to pr oduce his books, -
‘and’did so at 3 ». 31, and the book (Ex. 11) was then put in. - On -
page 188 of that book appears the following entry—— o oy

K 1900 June 30 ) Remleparb desfrais de proces merose and .
West End Co.~ fr: 459.60 .
; , S Agio 7 fri100
—as a debxt aoalnst the wass ﬁrm , and plamtlﬁ' bemg questloned

s I take eredit in thc first two entnes on pan'e 188 in 1espect of money pald in|

respect of proceedings taken between me and Framroz and West End Compan)

‘1 \stxll say the watches are my property and not the property ‘of the Swiss firm.

I ain'the out-and-out purchaser of those watcheﬂ and- T expect I am the sole -

purchaser, or dught to be, in Bombay of those W atehes, T say ©ought to be) -

because I am the sole agent fm these watches. -1 have' an agreement with »

Wille Schmidt not to sell (i.e; that Wllle Schmidt should not sell) those ‘
- wa‘sches 10 any one else in Bombay, bu’c it is not in writing. I take credit for

these payments on account of Framroz &o., because the trade mark belongs to ‘

them (3. e. Wille Schmidt & Co.), and I thouﬂht it only rltrhf; ‘nhey should p‘ty
T 200k the credits with their consent.” ‘ A

»“Then in re-examination, Exhlblt H was put in for plamtlﬁ
thouo'h objected to on ‘behalf of the defendants as irrelevant,
Exhlblt H purports to be an‘original certificate of reolstlatlon of
 the identical trade-mark as found on the Roskopf watches (Exhibits

“A'and B).- It is dated 28 Fevrier, 1887, and certifies Ch, Leon'

: Schmldb & Co. domiciled in Chaux de Fonds Canton, Neuchatel,"
to have submitted -the appended mark of which they decmre
themselves to be the lewa.l propnetors (Proprietaires legitimes).

- " Then follows the signature of Schmidt & Co., and a pnnted
noto to the effect that when tho declmatwn is made by a p1oxy of

N - - N
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ot tbe pel e submittmg the mark the addless of the ]attur must bei{
- .added to the signature, and, ‘moreover, the power-of- -attorney of
the owner of the mark must accompany the documents, Mr, Scott .
- was allowed to put further questions ‘on“Bxhibit I, and “elicited:
“from the"plaintiff-that this" “trade-mark, 1e01steled in 1887, had :

formed’ tﬁe “subject-of an “action i Switzerland to. which Mesms -

" Wille Schmidb were partleb and that the trade-mark had 11ot 1)0(,11:
. smce altered in Sw1tze1]aud to his knowledoe

~ Trom the admxssxons of the plaintiff, the entries i in Exhibit 11"}

and the certificato Exhibit H, it is thus perfectly clear that- the/_
»tlade-marlx on_ the Roskopf watches is the trade-mark of Wille
. Schmidt & Co., the exporters, and the plaintif’s connection with
" the watches. was only that- of an’importer and seller under i
~ contract for ‘exclusive - supply in ‘India. Plaintiff asserts that he
- is the owner of the watches ‘which are consigned.to him ; but
© this mwht be allegéd by any other purchaser of those wa,tches.‘
But nexther the plaintiff not his counsel for him has been able to,
'f.'clalm any proper ty in the triade-mark. - It may be noted that the’
- plaintiff’s witnesses, Nusser wanji Kanny, and Mr. Lund of the
- well-known firm -of Lund and. Blockley, both admitted that the
 Roskopf watches had been i imported into and sold in. Bombay for!
~years before the present plamtlﬁ‘ bégan to 1mp0rt and sell them,:

and” Mahomed Ali, witness for plmntlﬁ', gives the names_ of

'4,successwe atrents for those watches, and says that they sold with
“the same -t acle-ﬁmil. L‘i«tly, Haji 3 \[ahomcd Haji- Umed, \Vltness;\
* No..2 for defendants, proved that Le imported Roskopf watches of

- the genuine mmL, whicelr the nl.untlﬂ docs nob (11)plltt, from:

{’London through an Lucrhsh agent. . S RE

My, Robeltson Tas been unable Lo contcnd thab h1 chent hasr‘,’

faken, or could ‘take, " any steps to prévent such importation by -
" others of the genuine Roskopf manufactared by Wille Schmidt
otherwise than through the medium of Messrs. Wille Schmidt
" themselves, ‘that i is by enforcmrr as against-that ﬁLm the contlaet E
- for exclusive supply in India, =~ -~ - - :

The case on: whlch Mr. Rzukes relies for the defeudants 1% that'v'

"7‘:7‘of Becﬁards v Bmfc]zer @) before Kay iy’ m WhICh Slr Homcei

@ (1890) G2 LT, (N & 86T,
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~(now. Lord) Davey and R enshaw, Q C appeared for the plamtlffb,
'and Aston, Q.C., with Cutter appeared for the defendants.

}Plamtlﬁs were champafme importers, and sued to restram another

’ﬁrm from selhng champagne under the- term Monobrut ”-or any
other word in colourable imitation of certain trade-marks consisting

“of ‘the words ¢ Monogpole” and “ Dry Monopole,” ¢ of Whlch Messrs,

VHeldSIECL & . Co,, champagne exporters. gt Reims, were - the
:ploprletors. Heidsieck & Co. had sent a lettm to- a. member of
plaintiffs’ firm in the following bermS\ S e

ESL “As the firm-of Theodor Saton & Co., of whmh you are a pa.ltnel, is to be
dissolved on 30th June next, we hereby agree to transfer into your hands the:
sule ageney for sale of our dmmparrne wines in the United Kingdom of Great
Br 1tmu and Irc]and, also in the Butlsh Colonigs, on . and after the 30bh June -
next. . We promise to sell none of our wines to” any person residing -in’ the

United Kingdom, or its Colonies, but excluswely to your:firm whu,h is to bo '

‘styled ¢ Samuel Richards & Co sole agents for Heidsieck & Co.’s Dry ’\Ionopole
‘Any crder which™ we may recewe direct f“om the said quarters shall be.
transmitted by us to your firm, and the’ orders nlneh ‘we receive from you
shall be invoiced to your aceount and risk af the same pn(,es whlch We actually
charge to the ﬁrm of Theodor Saton & Co ”; - e S : 2 -/- -
' The statement of clalm alle(red that HeldSIeck & Co. were the
rcglstcred proprietors of two trade-marks consmbmg of words
““Monopole™and “ Dry Monopole. The case came before _the -
Court_to be argued on the point® of law, that the plaintiffs were
not capable of suing; inasmuch ‘as they were. not ' the proprietors .
of .the trade-marks, being merely in the posmon “of purchaselsy
of eidsicek & CoJs” wines under  the- agrecmeit. ‘THe. pro- -
ccedmgs were in the nature of a demurrer to the statementof
claim,  Of the cafies cited the following only “are aviilable here
for 1eferen’ce,—- vamely, for defendants, Heapv. Hartley,® ddams
North Brilish Railway Company?'; and for plamtlff Ihlee v.
]Iens/&aw,“” Radde v. Notman,® A pollmams OOmpam AL Norrzs/t,(’)
Goo(lfellow v. Prince. - RN R SRR

- The Court observed: . ° oo e Foo =7 e Tl D
~+ “The-plaintiffs have misconceived their rmhts entlrely. They are pezsoms
"p'ho ‘have. established the. right to what they call an agency from Messts.

) (889)42Ch. D46l - . @ (1872) L. R. 14 Eq. 848, - _
(2) (1873) 29 1., T. 867. .. . = .- (3) (1875) 33 L, T. 242,
. @)(1886)81 Ch, D328, - . = (9 (1887) 35 Ch, D. 9.




THE INDIAN LAW REPORTS [VOL. XXV. ,

’71906.\*’7' Heidsieok: & Go. the pxoducexs of the Well»known champa,gne, and- they swyf
: "¢We have a.right to prevent any one else selling champagne which ' i§ . not -
- -Heidsieck & Co’s under n-name. which is the same or substantla.lly the*

- same as’ tha,t adopted by Heidsieck & Co.*  The plalntlﬁs put their caﬁe in:

this Way." They say, ¢ We have bought from: He1ds1eck & Co., under an’ avlee'.‘;

- ment; with them, the ‘exclusive right to-selt their chnmpao'ne m this country -

-and the Colomes, and therefore -we shall ‘be damnified if any one else sells
champagne in bottles with Heidsieck & Co.’s trade-mark on them.” The plaintiffs -
do not allege that these. trade-marks, or either of them, mean wine sent by"
Heldueck to this couutly tobe’ sold by-the plaintiffs exclusively, and that i ig not-
the meamng of the trade-marks.” I asked the plaintiffs’ counsel in what respect
their position differs from that of any other purchaser of Heidsleck & Co.’s wine..
" The answer given was that they have the exclusive right qf'salc But Heidsieok
- & Co. only contracted that they Would not sell their wine-to any one:except.-
Richards. If by any means -whatever any person. in England got Heidsieck’s
wine, whether he bought. it in an.nbe, or in Germany, or in EnO'Ia.nd of the”
- plaintiffs, or of any one else, he could not be prevented from selling it : ‘he has
~ & perfect. nght to doso; it is'an article of commerce in which he has a perfect -
 right to deal.  The plaintift’s counsel admitted that every purchaser of Heidsieck
* & Co’s wine could not mainfain ‘an action for such an injunction as is now -
sought : but it was said that the plaintiffs have, by their bargain with Heidsieck
& Co., an- exclusive uoht But that only means that - Heidsicck: & Co.ihave,
. bargained mth the: plaintiffs ot to sell wine to any one in this country but )
them. How can that give the plaintiffs a greater right to sell than any. one -
elseP Every other purchaser from Heidsieck & Co. have just as much right to
Cgell as the plamhﬁs have. Therefore the utmost that the bargain gives the
plamn(ﬁs is the right to bring an action against Heidsieek &£ Co. if that firm -

' consigns‘their wine for sale in this country. . How does that give the plaintiffa

right to prevent an infringement of HeldSIeck & Co.'s tlade-malk or to prevent '
' some one from committing a fraudby selling as Heldsieck & Co.’s wine which is_
not theirs? - Inmy opinion no such right is rriven, or intended to be'given, to. -
the plaintiffs by the agreement. There was no ‘assignmment of, or agreement to
aesogn ‘the trade-marks ¢ Monopole ' and * Dry Monopole.” 1In fact the agree-
“ment does not mention those trade-marks or cven speak of them at all, except -
in an incidental way when it speaks of ¢ Heidsieck & Co.’s Dry Monopole.”
+Accordingly T am of opinion that the agreement does not give the plaintiffs any
-interest in Hewlsteck & -Co’s trade-marks other than, or greater tham,: or f
different .in" any way from- that which any- purchaser of Heidsick & Cols -
champagne has. A purchaser of Heidsieck & Co.’s champagne could not bring.
an action for mfrmgement of their trade-marks or for fraud in s:elhnCh s\
-Heidgieck & Co.’s wine that which is not their champagne. I:[ow, then, ca,n /'
the plaintiffs be'in any better position P . Their case is entlrely miseonceived.
In my oplmon they have noright to bring an action of this kind, they have na -
interest in the trade-marks, they have no right to restrain a fraudulent use of -
them, and’ therefoze I must decide this pomt of Jaw against them with 2

HEINIGER ’
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t costs, yut T w111 gwe them le'we t’o«.amend then aetmn by makmfr the pxesent
whers: of the trade-marks plamtlﬁ’s Q Sl TR

Ofithe authoutles in thal case mted for the defendants, Heap

thé thing.”  The case of Adams'v. The North Bmtzsﬂ Railway Co.®

. Was also cxted for the defendants it Rickards v, Butcner, and was -
fa case in which the patentees and proprletors of a certain inven-.
“tion had constituted otic Burlock their general agent to introduce -

“-and-sell the mventlon in Greab Britain and to grant licenses-for
-the use of the same.: ' And Burlock agreed* tor give the p]'untlﬁ

‘ the sole agency and control of the Wo1kmg of the patent in Great\

Britain and a general poWer-of-attorney to act, with a percentage.

3 royaltles and profits, plaintiff agresing to push and work the

' patent vigorously and to manage the ‘manufacture, Lord Selborne,
‘withoub hearing - the defendants, - _observed “that -Burlock ‘had
1o authority to assign the patent, and- added: “The bill states
merely that he was a general agent to sell the 1nvent10n and

gra,nt licenses, and I am of opinion that those words give only a

. geneml power to work the patent in this country . . : S I6

_ca.nnot be said that it owes 2 rlvht to dssign the: patent e

‘The clause constituting Burlock an’ “agent’ does not speak of any-

interest in the patent. . " Thisisa patentee s bill, and it is filed
by a man whose only rwht is against his own: prmclpals This

case was apparently taken as showmw that a’ power to sell ‘and

: gra.nt licenses for the use of an invention, does not amount to an

_assignment of the patent.| itself, s0-as to give a right “ to ask:

‘either for damages for an mfrmgement or “an- anunctlon to
‘restra.m infringement-in future.” -. :
¢ The case ‘of Thlee v Hens/&aw @ cited - for' the plalntlff 1n’

, chhards v.. Buteher, shows that where there has been an assign-

ment of & registered trade-mark the assignee can bring an action
'ksto prevent the use of the- trade-mark Wlthout ha,vmn' reglstered

st

: (1) (1889)42011 DBl . - L (1873) 20T T, 36T,
B (3) (1886)31 Ok, D; 323." )

X Hm tley oy ®: shows that even an excluswe hcense unless coupled\
. w1f;h ‘a.grant,-can give the heensee no title to sue ‘in his own .
‘name, It is,”” said Fry, LJ., a license to do a_thing and a_
Vcontract ot to give leave to anybody else to do the same thing. -
_But it confers, like any-other license, no interest  or. prOperty in

- .447‘
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the asmgnment But th@ case was 0v1dcn bly b eated asirr elevanb
o in Fickards v. Bntc/zM on the ground that a mere agreement to-
R supply exclusively is not an assignment of the trade-mark. - .o

" The case of Radde v.” Norman,® also quoted for plaintiffs in-

Richards v. Butcke; seems-ab first blush to .come much nearer .
- than the othexs cited to the case of Richards v. Butcher and to-

the present case._  Forin Radde v. Norman the plaintiffs claimed *

“an exclusive rwht to import kainit under a grant from the Ducal -

","Government of Anhalt. But the distinguishing circumstances ;
" in that case were not only that the plaintiffs had an exclusive
- right of exporé from certain mines $0 that they had an excluswe

" right to all kainit from the partlcular locahby of Lieopoldshall;
* but also that they a,dopted the distinetive name of « Leopoldshall ”

© for ‘the kainit -suppliéd by them. Thus, as appears from the
Car guments, the issues were, first, whether the word “ Lieopoldshall

_ was a trade-mark ? and second, have the plmntlﬂ‘a the c\cluswe

. or sole rloht of selling thmr kainit in this country.? Wickens, V.C,,

“therefore said : © The pla,mtlﬁa seem to have established a j]”)]z[&

Sacié case to treat Leopoldahall’ as denoting in the English

market the unadultemted article’ 1mpowed by M. Radde,” ‘.md .

- further, 1 must treat the case as one in which the plaintiffs have’-

stabhshed prima facie what T admit to.be a very difficult title: to

“ establish, a title to the exclusive use of a parblculat word a8 a ;

) tmrle-marl: ’? thoutrh he added that he by no means deculed blnt

it would be sufﬁclently established as against a’ 1)618011 who, ‘in "

7,10n01a,nce of any claim .upon Rl.ddes part, had sold, or oEfexed i
) f01 sale, Taw Lnopoldsha]l kainit, which he had lawfully gob into”
. hlS possessmn ‘with good reason to beheve that it was what he :

deseribed. -In this decxsmn reference was made to the fact tha,b
- defendants’ had nob attempted- to show, or at any rate had not -

shown, any excuse for using a colourable imitation of plamtlff:'s -

) txade—mark " The case seems to indicate that the mere excluuve

w'ht to sell, Wlthm a Inmted ares, would.give no rlo’ht to restmmi

8 person 1mport1ncr and selling the same. alblcle within that area, "f
“but - that-where the importer has adopbed a- trade-mark as: a -

\ g

fguarantee of Jmportatlon by h1m from a specxﬁed spot, he 1su
entltled to protectlon aovmnsb a, person usmrr that mark andj

(1> (1872)L L. 14 Eq 343 :
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'altogether unable to show 1mportat1on from sueh spot The case

s therefoxe in some. respects akin to that- of the dpollinaris-.

present case. It was also relied upon for the plaintiffs in Réckards

-v."Butcher, and it is noteworthy that the present Lord Davey
'}/appea‘red for- plamtlﬂ's in the 4 pollmams C’ompany v, Normsﬁ as

»‘Well as in Richards v. Butcher.

" The counsel for the plaintiff in this case rely on the ca,se ofﬁ
- Apollmams Company v. Norrish, because that was a case in which -
: the plaintiffs had an exclusive right to sell in Great Britain and the, -
_Colonies the imported natural watér during the existence of their -
‘contract with the owners and exporters thereof.- The defendants.
“had made an artificial mineral-water, being the chemical equiva- -
< lent of the natural-water, ‘and they sold it under the name ‘and -

des1gnatlon of “London Apollinaris Water, possessing all the

fpropertxes of the natural water.”." The head-note to the reporb of
_the case, in speakmg of pla1nt1ﬁ's agreement as a grant, is appas

“ rently misleading.. They had, like the plaintiff in the present
‘”case, a mere contract for exclusive supply. . If the Apolhnans ‘

3 Compa,ny ha.d had nothing but that contract to rely upon, then the

“case would, no doubt, have been on all fours with the present cage, .
wand ‘the decision therein would be inconsistent” with the decision
.in- Richards v. Butchér. But.the remarkable point is that the
‘question was never raised in that case whether plaintiffs’ interest -
:a8'a mere consignee for sale, with a contract for exclusive supply, -
‘was an interest sufficient to enable them to restrain the defend-
. ants, - If that point could have been taken, it is difficult to-
.suppose that it would have been overlooked, nor is it probable

‘that if the case were an authority on the point’or had touched

'upon it.ab all, it would, though cited in argument, have been‘f
passed over without comment in Rwhards V. Butc/wr. But itis

“to be noted that the counsel for the defendant Norrish did not
“raise that question. He argued tha.t whether plaintiffs had’ a

“monopoly or not of ‘Apollinaris ‘water, -they had no: right to )
~constitute an old word a frade- mark ;> that in all cases where an

: injuﬁcti(’)n had been granted. the plaintiﬁsr had been the first
R T N N TV R Y A
BES-3 . v
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fancy name, and their adoption and’ a.pphca.tlon of it to an’ article

: f,mtroducers of the name and 1t ha,d acqu1red celebrlty in’ the"_f3
~market under that new name, and- that this was an attempt to -
- get up - a monopoly, that is to say- by ‘means of a- trade-mark, 7
" But on turning to the a,rguments -for plaintiffs, the Apolhnamsf
. Company, it appears ‘what the real point at issue was: - Thosa:

“arguments rested on the fact, not that the Company had ¢ under -

“their contract the sole right of importing and selling the g genuine -
" Apollinaris water in England,” but that having that right they -
- had acquired a property “in the word- “Apollinaris,’ which is-a’

Lh

- in. the market give them the-exclusive right to use it.” In’ other’vf'
" “words it was their trade-mark, and it was as-their trade-mark :
_' ;‘r/a, guarantee and an. embodlment of their. reputation” for the .
234 1mportat1on of the water by them.- It meant that they were the
- -importers, and Whatever value it had’ was due to their reputation
“as importers, - It ‘was thus distinguishable and indeed utterly °
- different from Heidsieck’s trade-marks in the case of Richard.v,:

"Butcher, Whmh did mot mean wine sent by Heidsieck to be sold by .
- the plamtlﬂ's excluswely, and thus in no way represented the‘f;'
_ ~celebrity of the plaintiffs as importers. ‘And therefore Bacon, V.C,, *
“--in the* Apollmams ‘Company’s.case, after dealmg briefly with thef :
- question whether the trade-mark was bad as setting upa monopoly
- and disposing of it on the ground that “ the owner of a spring
~-has the right to sell his water just as he thinks fit,* i.e. by any
" _name he chooses, said @ : “ They (the plaintiffs) have the. exclu-

- -give right to.the use in Great Britain of the word ¢ Apollmams’ -
" _for the purpose of describing the mineral water so sold by. them,
-~’and “the-plaintiffs are the first persons, orat least are the} persons
. _who now: have-established a particular trade-mark in Apollinaris -
';ff?&water, i.¢; they are entitled to succeed, not by virtue. of- their. -
~ - private contract, bub as owners of the trade-mark. = The defend-
- ants,” 1t was observed “ have manufactured this artificial. Water,;;
e which may be perfectly lawful for them {o do, a,nd they have};

‘ advertlsed and sold ‘it under the name of Apollinaris Water’;:
"which, in my oplmon, they have zo rlght to'do.” +*Reading the -

(1) (187ﬁ) 33 L. T.‘242.

]udgment as -4 Whole, it is mamfest that the pla,mtlﬂs Were;’-:
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“trade-mark were a legitimate one, and it was on the ground of

‘Richards v. Butcher the trade-marks had meant. that_the wine

was imported by. the plaintiffs, then, though it-would have been
“ perfectly lawful ”? for the defendants to 1mp0rt the same wine.
if they could and to sell it, yet.they would ‘have had no-right to-

use the plalntlifs trade-mark indicating 1mporta,t10n by them. - "
“The case of Goodfellow v. Prince® was also cited for pla1nt1ffs-
in' Richards v. Butcher, apparently with _the.view of showing

that the plaintiff, an importer of wine, sold with a label«# LeCourt -
et Cle,” failed in his attempt to restram’ defendant from selling o
wine with the same: name on 16 ‘merely beca,use the trade-markj\
was not reglstered in- “this country- and ' the-: trade-name ,ha.dv;
‘not - been - established by suf.’ﬂment “length - of user. > -But on-
exammatlon of the case’ it~ appears that in that 1nstance the,-
plaintiff had « entered into an arrangement v with Moigneauxpére et‘_“
Fils for the supply to him of a particular growth -of champagneg
-toyetlzev with the eaclusive mght to adopt and use in this country
‘the label “ LeCourt et Cie,” so that he was the owner of the trade~ B

‘mark and was prevented . from 1nst1but1ng proceedings ‘solely by

non-registration in England under section 77 of the Frade-marks
Act, 1883.> The case is - thus noi_; on-all fours with Richards vo
‘Butcher, or with the present case;- in Whlch the trade-mark

:-belongs, not to the importer, but to the exporter

..For the plaintiff in the present case the dec151on in Ralls "
Flemzn_q(‘") has also been relied ~ on. appa.rently with - special
reierence to the. head—note, Whlch. concludes Wlth the . words -
r“ Semble,—there may be a rlght to excluswe use of a trade-mark '

:.luz <1ssz> 55 Ch, D.‘Q, e ® (1,8,78) 3 Cgl. an - S

galded as’ mdlspubabfy the owners: qf tke imde-mark 1f the :

1451 .

19000

: = HEINIGEB o
f,,that ownershlp of the “trade-mark, 1mp1ymg that they were the -
ilmporters, not ‘on the ground ‘that they - had an exclusive right '
~by contract to.the supply for sale, but that they had an “exclusive
;'rlght to use the word to whlch their reputa.mon as: “importers
“attached, that the injunction was granted Or, g ib- Was stated in ,:”"
:ﬂhe argumentb, they, the 1mporbers, and nof their vendors or any
‘one else but the plaxntlﬁs themselves, had. acquired a properhy_f'
in the word “ Apollinaris,”- Tt is mamfest that if in the case of

Dnoz
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by traders who ate 1mporters only ‘Such head-note is° of o

: little use if- read without reference to the circumstances of thea’i
case, the arduments advanced and the authorities cited and: .

- followed or-ignored. The facts of that case were as in Radde v.

‘Norman and the ‘Apollinaris Company v. Norrish and not -as in.

Richards v. Butcher. That is to say,  the suit was brought for
an injunction to restrain the defendants from using the plaintiffs’ :

trade-mark,” nob to restrain i‘,he defendant from using the. ﬁade{,"

‘mark of a third party, the exporter. = The points in issue included -

the questions whether the plaintiffs were entitled to the exclusive -

‘use of the number 2008, -and ‘whether such number ‘was “known

. or recognized in the Caleutta market as indicating that- the goods

bearing it were imported by the plaintiffs,”” The defendants denied -

. that it was so known or recognized, and asserted that the number
2008 was regarded by buyers as a mark mdlcatma quality and .

“not as tndicating the person or firm importing the goods, and that
the pla.mtrﬁ's were ‘not manufacturers, but only 1mporters, and had

no’exclusivé right to import such goods The point. for decision
was, practically, not Whebher such principles as were 1a1d down

\in Richards v. Butcher were correct, but whether the case was one 7,
‘to which the pr1nc1ples laid down in that case, or the prmmples “

A

(’1a1d down in Radde v. Norman and Apollmams v. Norrish, would
“apply.- In other words, the issue was whether the plaintiffs used

“the -number 2008 as their own trade-mark as a symbol . ‘and

guarantee of their. own 1mportat10n ;—whether it represented

" their reputation- ‘as 1mporters ‘or the reputation only of the

manufacturing exporters. . In the former alternative they could

- sue to protect their own reputatlon as 1mporters and secure the-

= advantage thereof as in .Rarlde v. Norman and in the Apollmams

“ease s

- while -if "it" were the ‘manufacturing exporters mark,

: attracting custom " as such, the - plaintiffs, obvmusly on, the
- -principles of Richards v. Butcher, could have. no rlght to ‘sue.

5 And Grarth, C.J., said (page 425) : “ It must here be borne in mmd
“and it is, in my opinion, a most inaterial feature in ‘the case, thab
" the number 2008 was a symbol used ewcluswely by “the plaintiffs

Y impressed only wupon. goods which” came from their liouse. Tt
ﬁwas not a manufacturer’s number, it Was a symbol the use. and

,_rmeamng of Whlch was not known to the defendant and. is not
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" now known to the Gourt It Wa,s ; known to the plamhffs only

only to - protect. the custom . attrucbed or ‘secured. by a mark
mdzccetmg only their own posmon and reputation as zmportem, that "
*the. suit was mmnbamable ‘The - Court said (page 426): “ The
vuse of these marks upon similar cloth by the defendants wouldbe
~calculated to decewe the pubhc into the behef that -the - goods
~ which they were buying were the goods which. they - had bought

“:for years before imported -and sold by. the plaintiffs”’ - The case :

therefore establishes the very reverse of the inference ;which™ the '
- cotmsel for plaintiff in this case would deduce from it, as it shows.
that an importer can only protect a trade-mark representmo' his
own' reputation and the advantages aceruing. -therefrom, but not
the trade-mark of another, a manufacturer or producer.

ThlS case of Rails v. Fleming was cited in Taylar v. Virasami®
and ‘in Barlow v. Gobindram® Tn Tay ylor v. Virasami, the -
plamtlﬂ' imported #'a certain kind of shlrtlng, and, in order to
- distinguish-it, _adopted a trade-mark.” . - The heud-note of that
- case is mamfestly mlsleadmg in statmg that “No trader importe
' ing g0ods can lawfully adopt a trade-mark: wh1ch is calculated to -

:.cause his goods to bear in ‘the market ‘the same name as those of
_' ‘ rwal trader’ '—if it means ‘that one - importer: cannot sell

' goods under- the same trade-mark-of the same produeer as that™
-j‘f, under, which a rival trader sells his goods.. -If that weére the
case, no two traders could. ever. -import or sell ‘goods from the -
. same producer with that producer s trade-mark on them, Whlch
Would limit each producing exportel toa s1ngle customer in each
country, a preposterous position . Whlch is in no, way counte-
" nanced by the decision in a case where the trade-mark infringed
‘was described by the Court as pla.mtlff’s trude—mark” and not
as the exporter’s at all. R i :

" The real question is Whether the ’orade-mark used and sought
to be protected by the importer is one employed by him and
r “understood and preferred by the pubhc as‘indicating importation
b) the person using it, - This is- very clearly brought- out in - the
" case of Bm low AC Gobmclmm ®._ The mark wh1oh plamtlﬁ's in

Pt
T

(1) (1882) 6 Mad 1os T i o (2) (1397) 24 Cal 364
' @ (1807) 24 Cal. 364,
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that case sourrht to protect was a number 9000 and the questlon-
was whether that number indicated 1mportat1on by the plaintiffs
--and thus attracted the preference of the pubhc by reason of their.

- reputation as importers. Plaintiffs alleged that they used. the‘:ﬁ

number to.denote that the cloth which bore the number was of

: certaln quality, and imported by them. But the Court observed,

- page 874: “ It is consistent with the evidence that the reputatlon .

. which the number acquired was a reputation’ for guality only. -

- It does not necessarxly follow that the purchasmg public showed -
“a preference for the : goods because the plaintiffs 1mported them, or
‘that the number as understood by the pubhc represented that the

- goods were in fact 1mported by the plam’mﬁs »  The plaintiffs i m
fact used other numbers which acqulred but little reputation,
““though the cloth was “the same and the nnporters the same, and
" the Court s:ud (page 375).: “It seems therefore reasonable to

' 1nfer that any reputation the ‘number 9000 acquired must have -

~been - 1ndependent ‘of ,any association between the number and"
the plaintiffs as the importers in _the minds_of the purchasers

Agam, a witness is referred to ag having nowhere said ‘that -
“the general . reputatlon of the number 9000 in the market
1nforms the purchaser that the cloth is ‘plaintiffs,”* while on some '

' cloth the name of the firm was written and on obhers there was. -

- the ticket showmg ‘who the importers are—facts “it is obv1ous E
-~ which would’ 1nform the purchaser who the 1mporter was, aparb

" altogether from the- number used on the cloth.” Therefore the -

Court held (page 376) it would be unduly straining the evidence
agamst the-defendants to infer from it that the defendants wera-
actua,ted by adesire to pass off their, goods as goods 1mported by :
- the plaintiffs. .
. The corollary from th1s case is that 1mporte1s can only protect
marks mdlcatmg 1mportat1on by them. If their. importation is:
“:not indicated by the marks but otherwise, as for instance by the'?
rstyle and name under Whlch they trade as 1mporters, they couldf
“not- sue” to restram the use of the marks and (in the instance’

: supposed) coukd only sue - if=¢hedr tmde-name and- style wera -

deceltfully assumed by a rival. In the present 1nstance it is- not;j
alleged eithier that any trade-marks indicating ‘importation by_'
Mr. He1n1ger were xmlta.ted by the defendants, or that the{
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defendants used ot 1m1tated the style or name under which he’
:;trades as an1mporter. A trade-mark which represents; not the -

undexj the control and protection.of the: latter, not of the former..
An 1nterest1nfr case bea,rmg on the relatlve rlo'hts of producer

fa.nd 1mporbe1 inter se- in'a trade mark put on goods conSIgned. to -

kandm at the instance -of . the Indian 1mporter is“ Re- .szere s
-;jmde-mmic(ﬁ as showmg how. muchr of & trade-marl in such™ cases -

“belongs to the importer. - The case does not bear 80" olosely upon :

?the questlon now-ab issue as to require detalled "discussion here,
“and it _suffices to note that its result seems to show that] the -
: producer is the owner of so much of the tra,de-ma.rk assugned for”
“the time being to the 1mporter as previous to ‘that agreemenb
Jbelonged to the producer, ‘and therefore  the realstratlon of that -
“_pa,rt of the trade-mark in England furnished no legal grievance
“to -the importer, Where such additional part of the mark as-
‘indicated the importer’s name, ‘and  asserted and protected his
'ﬁl/ocal reputation, had mot been offered by the producer for regis-
~tration, Thus it seems the importer can only claim so much of a
 trade-mark’ as represents his- own- repu(;a,txon as 1mp0rter and is
" not'in the legal sense aggrieved at any use of the trade-mark
"}Whlch belongs not to himself but to the producer. ™ S
= Lavergne v. Hoaper@) deals with the same question as between
forelgn producer and Indian- importer. The plaintiffs in that
_case alleged that they had used the* trade-mark- in quesblon for
“brandies ‘exported by them to a certain firm- which had since
'fceased to exist ; that: subsequently defendants selécted that label
“or tradesmark for” brandies imported by them from" pla,mtzﬁs
- engaging to sell 1o other brandies under that mark than such as
“were procured’ from plaintiffs, and had broken the contract by
_gelling under the trade-mark brandies imported from other firms,
-and thus had infringed plamhﬁs trade-mark. The defendants
~denied plaintiffs’ property in the trade mark when introduced
~‘into India, alleged that they (defendants) had previously imported
under the ‘trade-mark, ‘that .it closely.resembled. but was not
~identical -with one formerly used in-the English market by”
;;_plamhﬁ's but abandoned by plamtlﬂs, and that it ha,d been‘

u) (1885) 53 LT 237. ‘ *, e (18841) 8 Mad. 19, . E
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w1900, .- adopted by defenda,nts, thls mghb to tbe excluswe use thereof 7
- HEINIGER '_hfwmg been recognized by the plaintiffs without any contract o
7 Daos. - sell no brandies except plaintiffs’ under that mark, ¢ Seeing that *
©7 7" ¢ the name entered on the label as that of the exporter was & fancy
‘name, while that of the 1mporter was, the true style of the firm, it -~
_appears to us,” said the Court (page 159), “ to be a fair inference: -
‘\that the mark ~was mtended to-be the special trade-mark of =
the. importer and not of the exporter.” And the Courb held that -
‘plaintiffs had either abandoned their -own original mark or had
-estopped -themselves from denymg the right of the defendants’
_firm to adopt it, having in terms admitted it to be defendants’
property. .. The defendants’ firm “did nob understand that its”
- property in the trade-mark was conditidnal on its accepting a" .
contract that only plaintiffs’-goods should -bear the matk;’ and -
. plaintiffs, in correspondence with defendants, had referred to the
- label and brand as - your label ” and “ your property.”
- The:importance of the beamng ~which' this decision has on bhe K
presenb case liesin the fact that Messrs. Wille Schmidt have' in
“no-sense- a.bandoned to plaintiff their right in the tra,de-mark
 registered by that Swiss ﬁrm, but as the evidence of plamtlﬁ and’”
- of Haji Mahomed shows, retain that mark and no other in’ us_e
- for sale of their Roskopf watches in England and -elsewhere.
" There ‘has been no appropriation or assignment of the mark or '
any part thereof to plaintiff as importer, -
- The case of Hzrscﬁ v. JonasW shows that when the Iabel merely
represents that the goodsare the manufa.cturer 8 productlon it
~-does not belong; in the absence of contracb to the lmporter, even
: though he suggested it, but to the manufacturer. Jessel, M.R,,
~ said (page 586): “I can uriderstand a man saying ‘I am not the ,
~actual manufacturer of goods, but the selector of goods, and my
freputatxon for cleverness and selection is so great, that goods.
_‘marked with & mark to’ show that they had been: selected and
- approved of by me will fetch. a higher price.in the market. I
_ Hirsch ” (plaintiff) « ‘had put on the box. .. ¢ Selecbed by lesch .
~ he mlght have had a.case to prevent other people imitating tha,t; 3
It would show thab the clgvz‘a.rs_ selected were approved of by him.

.. (18763 Ch. D. 4.
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]f he got a O"reat reputatlon in that Way, I dan understand he would 1901' :
have a right of ‘protection for that which indicates. fo the. pubhc o Hmrenn
-that the goods (cigars) are selected and approved of by hini.~ That Dnoz '
./IS ot his case. - There-is nothlng &n the boxes to show anythlng
“about. H1rsch at all.” Tt was held he. had no case  whatever,
-~ That case ' was premsely on all fours with'the present except that
ki‘»the plamtlﬁ" in that case ‘had no “contract for exclusive local
__supply.—a detail which Richards v. Butcher shows:is. quite im- f
~-material when the trade mark is the manufacturer’s a,nd 1nd1cates
/hlS reputation alone. : 5 R S o
" Robinson v. Finlay™ may also be- usefully referred to in thxs
: connectlon as showing  that where manufacburer, shlppmg agent”
and importer have adopted a combination indicative of the interest
.of each, no one of them could claim. to. ‘be “entitled exclusively.
. as agamsb the others to-that’ de31gn When the adventure is put-an
“end to, and the case of In re Jones clted by Sebastian on the Law
“of Trade-Marks at page 185 (Edition of '1899). shows: that a
contract, "that after -the adventure came.to an end each party
should be entitled to use and rregxster such marks, could" 1ot -
have been enforced, since the result would have been to deceive -
the pubhc - This leads to-the .important: inference that a man
cannob cla.lm ‘the' ‘exclusive right to use, or, what is the same.
_thing, Jprevenfr anybody elbe from using & tmde-mark .which
- does not represent his own reputatlon but somebody else’ 8.« The-
foundation of the principle apparently is that referred to by Lord
" Herschell in Reddaway v. Bankam,® as'laid down in Croft v.*
- Day® by Lord Langdale, and in Leather Clotlz Company v.American .
wLeather Cloth Company®: by Lord ngsdown, when the doctrme of
“Tord: Westbury in Hall v, erows<"’) and in the Leather Oloth .
“Company -case® that ¢ the _]umsdlctmn of ‘the Courts in the"
. protection given to trade-marks rests upon property ” was called m\
lquestlon and ““ the fundamental rule ” was declared to be “ that one
“man hasno rwht to put off his goods for sale as the goods of a rival -
trader, and he cannot therefore e -allowed: to use ‘names, marks,
» letters, or. other mdlcla, by whlch he may 1nduce purchasers to

",‘ 3 L= -

i (1) (18‘78)90h D, 4T <4> (1865) 1; L C 538., LT

* (» (1896) App. Ca, 199 ab-pp. 209 - 6).(1863) 33 L, J. Oh,204, :
’~(s> (1843) 7 Beav, 84, w7 () (1863) 33 L. J.,Ch. 199, pp. 200201, -
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believe that the goods whmh he is selhng are ‘the manufacture“ :
‘of another person.” “This- d1st1nct1on was said by Wood, V.G, in:
.M’Amlwwv Bassett“) tobe “a mere questlon of nomenclature,
“and he speaks of theright to a trade-mark as™ ¢ the right .of ‘the
. plaintiff who -comes. for assistance to protect himself a.ca,mst
*fraud: by others . using that whlch -he - has appropmated as-:
des1gnat1ng his goods;"and so palming oﬂ' ‘upon the public, goods
_made by them as goods-made by him?’- Thus the tendency of
- “the later rulings seems to pomt to the rlght to exclusive use and. -
protectlon as. arising no{', from" the property in the trade-mark
~ 'so much: as from the .wrong to- the pubhc from the mlsleadlng
- and. decelvmg the public or- purchasers and the. right to such
-~ redress: for such .a tort as can only be claimed. by a person to
- whom-it causes specml ‘damage.  But from either- point of view, =
whether the* manufacturer’s right to protect his trade-mark be\;
based on his- property therem, or whether he is entitled to i
- ‘redress only because the public.is misled and he suffers thereby .-
_ speclal damage, it:is clear that he alone is entltled to the excluswe"f
" use, that -he-and ‘no :one ‘else ‘can clalm or protect. that specml'f
. use, and- that nouse or claim to the exclusive use-by anybody
“else *could be’ ‘allowed, not merely on his account; but because
it Would be an_injury to-the public.” ‘And thus: Underhill in his.
" ‘work ‘on Tort citing Leathér Cloth - Company - ‘and Rickards-v.
o Butcﬁer, says that « Albhough a trader may have a property in a
o trade-mark sufﬁclent togive: hima nght to exclude all others from -
- using it, yet if his goods derive their increased value from the-
personal skill or ability of the adopter-of the trade-mark, he will ©
- not be a.llowed to assign-it, for that would be a fraud upon the’
- pubhc, ‘ though & tra,de-mark not dependent for its value upon such
= personal merits - may be assxgnable——Bur Y V. .Bedfor[l (2)~—along‘
1i;w1th the. goodwﬂl of the business to which it belonas, ‘but, not:
;*‘apart flomthat goodwﬂl—-(% ‘and:. 47 Vie,;. e, 57, section -70. )”;
" (See* also-Sebastian on Trade-Marks (Ed. 1899), pages 91; 99).
- And so'w're Apollinaris Company’s Trade-marks.case®- ruled that
an 1mporter of foreign goods eannot register as his own"a’ trade-
mark of the forexgn produce1 ) Whethel the goods are produced by a :

: (1) (1864) 33 L. J. Ch 561, Pp. 863, . f j s (2) (1864) 33L J .Ch. S
ol oy .® (1891) 2 Ch 186, . - 465,
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urse of manufacture or by a process of nature, nor Whetﬁer the; - -1900. 7
mporter has oi has notan. exclusive contract’ for thls country HEINAGEE -

i, Great Bmtam), nor’ whethér the producer does or. “doés not . DBO7
i consenb ‘t0 the regwtmtlon “The reasons ‘clearly ‘are twofold : '
" ﬁrs’c tha.t if an importer (in this’ case for' instance, if Mr. Hemwet)’ g

‘ could clalm the trade-mark of the producer (in’this Instance, -
“Messrs.. Wille Schmidt), it would follow that the- “importer

' (‘\Ir He1n1 ger) could not only prévent any one else from selling -

“what he had lawfully purchased elsewhere as the manufacture 6f

‘the’ producer (Messrs. Wille Schmidt & -Co.), ‘but further the'

“importer -(Mr, Heiniger), havmg the right to the trade-mark

“might place it on any goods manufactured by himself or any one
“else, and thus the public, relymg on the tradé-mark as a guarantee. -

~of the. manuf&ctule by the foreign produeer' would be misled.. .

Tt is evidently on ‘these grounds that an importer cannot claim- -

: the exclusive use of a-trade- mark not his own, and therefore_ ;

“cannot restrain an mfrmcrement thereof Secondly, it-is manifest.
~that if -the producer assign to one 1mp01ter ‘the -exclusive Tight -
: to usge . his trade-mark, without also assigning {0 him" the entire .

output -past, present and -future, a fraud: would be practlsed on

~other purchasers from the producer ‘who would be prevented from

“disposing of what: they had purchased from 'the _producer &s -

- goods guaranteed to be. of hlS manufacture. ‘And thus other”

- persons; whom, the prod\mer hxmself could not restram, ‘would be

-restrainable-by his assignee. " But Fry, L.J., was careful (In re -

Aﬁollmams Company ] trade-marks) to observe (page 226) o

f L« We are not concerned here wlth a case in. Whlch an 1mporter ma.y ‘use the-i‘Y
mark of a, manufa.cturer with an-addition 1ndlcat1ve of -the goods having beert.
-imported - by him : but the ma.lk “of & manufactmer pure and simple cannot

nvhtly be assumed by an importer from’ that manufaoturer, or'by a person who -
“buys from that manufacturer, unless. mdeed where all the goods of the manufac: |
turer go to- tha.t importer or that: dealel. 1f they did not, other goods of the
“manufacturer might reach the hands of other dealets, who might justly affix to o
“them the manufacturer’s marks~: .. If Saxlehner’s {the foreign producer 5 o
“assent- would justify the revlstlatlon, Ib “would follow:that a- -maxufacturer in- -
szs, using a trade- mark well known -in England; couId allow- A td register -
“it.as bis trade-mark and ther eby prevent, B and O, who bought from the Pa,ng, .
maker, from selling in Envland. Do LT el s,

* That is . premsely the _cage’ im . the present msta.nce, 1f for :
reglstratmn be substltuted the eqmvalent in. Indm, namely the '

T
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exclus1ve rmhb bo use a t1ade-mark And it may be furbher‘

observed that. in the - case Jusb: quoted Fry, -LJ. o spemally,
referred (page 228) to the case of dpollinaris Compan Y v. Norrish -

"0 ag-one in which there wasa doubt, unnecessary to discuss, as to.its-

being traceable to the trade-marks; and reference was also viade’
(page 232) to other cases in which “ the ‘presence of these markshad .
been used to hamper the trade - in'such waters.” The: further
. remalks (at pages 230 and 231) show that even had the importers.
fsubsequently become fullownets of the entire output, registration
_and- therefore’ excluswe use and no'hb t0 . restrain, could mnob
k vahdly be claimed by the- 1mporter as a matter to which he ha,d,
been entitled at a time when he had & lesser right. - o
~  Bub the plalntlﬂ' does not in this case claim to have an exclusive’
,r1crht to the entire output; past, presenb and -future of Messrs.
“Wille Schmidt’s Roskopf watches. Nor does he ever allege that
- he has obta,med or contemplates obtaining the trade-mark which
represents their celebrlty ‘as makers thereof. -He is a bare im-
-~ porter among other possible 1mporters of Watches of a certain make.
. 'The watches he actually buys are. his, but not the trade-mark or
- the reputation it betokens, - Hiy reputa.tmn 8s an 1mporter is-not
~indicated or proteeted by anything in the marks alleged to be
= 1nfrmged -For a producer to affix ab the 1mporters request a
- label de51gnated by the importer and denotmg only the importer’s
reputation as a selector or 1mportet is of course a very different
- thing from an assignment by the producer of his own mark to the.
“’f’ximporter. “The latter would be mvahd as misleading the public.
~ with regard to the producer : the former would be allowable: as -
g }statmg only the trae facts as to selectlon and importation; . o
- *Bub in the. present case plaintiff has no mark as importer and
~ ,,clauns the mark of the producer,, - “He has left in the hands of -
_".Z;Messrs. W111e Schmidt both the respons1b1hty for: the protectlon’*
«.of that mark and the power ‘to protect, and has only a right on
1}‘~hls contract <7 Jpersonam against Wille” Schmldt, if the' beneﬁts '
_whlch he » expected to derive from that contract ' are not’ 1ea11zed S
- iWhat; are the benefits he is entitled to must depend- ot the
- 'contract not on” “the advantages of a reputation which ‘he'does”
S not, and could not, claim for himself, and which, bherefore he.

E :could not protect as against. third pa,rtxes., His-own reputation-
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- as 1mporter he has not rehed on as the attractlon to the pubhc, :
for the trade mark does not indicate. that, and "it has not been -

attacked " If he desire to rely upon that source of attraction, he’

‘can certmnly by an addltmnal trade-mark assert it and then can -
protect it against 1m1tators But he cannot allege that 1m1tat10ns 7
~of another person’s trade mark howe\ er 1mmor§1 or. unlawful,
‘give him a'right to sué,” It may be thers isa fraud ‘upon the,;
~public; but as observed by the Lord Chancellor in W ebster v,
Webster,® “The fraud upon the public “is no ground - for the :
Vplamtlﬁ’s coming into Court”’ (see also Lord Westbury. it Zeather .
* Cloth Oompany v. American Leather Oloth Company®). Till the
“passing of the Exhibition Medals Act, 1885 (26 and 27 Vict. ¢.119);
" vide section 2, a false representation by a trader that he had obtmned
“a medal gave no right to proceed to any one who could not prove .
* damage therefrom to his own trade-mark ; ® nor can a fraud upon
a.nother ‘person give a ~right of action to one ‘who has: nothing -
-more than a contract. with -such. other person.. Tt may be. that
“the defendants have attempted to palm off the Uoods in question
a8’ 1f they were goods manufactured - by Wllle Sohmldt bub it
18 not alleged that they have attempted to: palm them off as goods
" 1mported by the plaintiff. Plalntlﬁ' has a right to sell what he.
~has 1mported as _goods.-imported by ‘himself, ‘and- can as already
observed ) protect that right by an additional trade-mark indicating
- such’ 1mportat1on if he thinks it the source of attraction and
valuo But the exclusive 11ght to use Wille Schm1dt’s trade-mark '
s not his. e admits that it is not ‘and that is undér the control g
. and protectlon of the Swiss firm:.If that firm is unable or ;:
unwilling to protect it adequately, or to the ‘extent that plmntlﬁ' '
.desmes, the plaintiff may have his rémedy’ against them, Itis’
vof course conceivable, from’ anything that appears from the record
.in thls case, that Wille Schmidt might find themselves embarrassed
by relstions- and circumstances afEectlng ‘them in- assertmﬂ an
excluswe rxght to their trade—mark And the p]amtlff cannot :
on the one hand, be allowed to jeopardise that right by assuming
1ts protectwn, or, on the other, to avail himself of it unburdened
by such restnctlons as may ex1st to prevent the owner of i, from

<1) (1791) 3 Swanston, 490 note e (]863) 33 L. J. Ch. at p. 200. 1% '
® Batty Voo szz (1863) 1 H & M. 264 .
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dxiﬁcultles -cannot be- discussed in this case. They would bé -
“irrelevant: and mdeed the plaintiff’s conusel has objected on that ;
ground to some evidence, such as the recent registration by Messrs 8
‘Graber of a trade-mark including the word “ Horoscope ” and
a smt relatmg to the use of the word *“ patent” which it mlght
" e most ‘material to consider in connection” with the right of .
"Messri -Wille Schmldb to the tra.de-mmk alleged. to be theirs.
Moreover the present claim of the plaintiff to exclude all watches -
bearmg the Roqkopf mark’ from the Indian market, may. be; and
pleeumably is, in excess of any right which - the owners of that”
- mark themselves could sebup in respect of consignments obtained
' mdlrectly from former purehasers in other countries.  From."
“these.and other points of view it appears that the plamtxff has
unfortunately misunderstood his position and mghts and that he
 cannot in. his  own name’ successfully maintain this suit. The(-
demsmn on the first two issues must therefore be ia the negatlve

On the thlrd issue, ib is clear that the defendants have not'
attempted to ‘pass off any watches as imported by ‘the plamtxff as..
_ plaintiff had not indicated such 1mportat1on in the trade-mark
“alleged to have been imitated, and no. asstimption by defendant -

- of ‘his namé and style of tmdmw is alleged. The fourth and fifth
‘issues it is unnecessary and- ‘inappropriate to discuss at this stage
~ as they could not be definitively decided in the suit as constituted,”
~ It remains to cons1der, however, certain contentions raised as
to the procedure that_should now be taken. These are (briefly -
, stated) that under section 32 of the Code of Civil Procedure- the -
-name of any person who ought to “have ‘been joined - -may ab any
tlme be -added ; thab under section 27, when a.suit ‘has been'l;;
1nst1tuted in the name.of the ‘wrong person as’ plamtxﬁ or when"l‘
itis doubtful whether it has been 1n=;t1tuted in the name of the -
rwht pla,mtlff tne Court may at any stage if satisfied thaf the -
_suit hag been” so commenced through a bomz fide mistake, and
that it'is: necessary for the determmatmn of the real matter m,j
dlspute 50 to do, order any other person . +iwith h1s consent to
~beadded or. substltuted as plaintiff and upon such’ terms ‘ag the .
~ Court thinks just: that. under section 84 all objections for want of
partxes or’ for Jomder of. partles Who have no: mterest in the suw
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~or for m1s30mder shall be taken at the earhest poss1ble opportumty
~and i in all cases before the first hearing, end any . such objection :
“niot” 80 taken shall be desmed to.have been waived by the = %
';defendant and lastly, that under -section 136~ the defendant
fhevmg falled to comply w1th an_order. under Chapter X for .
_discoyery and 1nspectlon, is ha,ble to ha,ve h1s defence struck out :
“and to be placed in the same - pos1t10n as 1f he had not a,ppeared
:andanswered R AR SACE et e
°" The first of these contentlons under seetlon 3’) Seems untenable _
'and was not- much pressed. The- plaintiff had no cause of action' .
or ground of -action whatever, and this defect could 1ot be. .
remedied” as- far as_his suit ‘was concerned by any “joinder of
:,partles " What was necessary was nt Jomder, but substltutlon ,
“and with: substltutlon section 32 does not deal, Sectlon a7 isno-
‘doubt more in point, as it authorises subetltutlon at any stage .
‘w1th the consent of the person substltuted Mz Ralkes for the .
%defendants antlclpated _these - contentlons by cmng "Bhany* _
Tukaram Shet v, Kashinath,®) Sayed Abdul Huk v. Gulam Jilani,®
Walcott v. Iy yons,® as to costs if such apphcatlon be allowed ‘
;and Ayscough v. Bullar.® v ’ ';
' “Mz. Robertson, onthe other hand rehes on ch/mrds V. Butcﬁer, :
!,Where substitution was allowed; Radde v. l\’orm(m,@ Razm Ve ,."
rMahadev,(“) and Subod’mz Debi v, C’umar Gcmoda 7y : S
- The case of- Blmnu V. Kasﬁmatb treats- of - jomdef under\:
-seétlon 32 and is therefore no preclsely in point.  The case- of
‘Sa/ad Abdul Hul™ v.- Gulam would be more relevant, as_the
fa.pphcatlon of defendant to be Jomed a.e pla1nt1ﬁ' was urged under
“section” 37 as well as.under -sections 31 and 82, but that the
freason for not O"Lantmg h1s apphcatlon was: “that he had parted
:'thh all his rlghts The ca.se of Walcottv Lyons was decided under :
the. Enghsh Order xviIL, the words- of which (quoted at page 586 -
‘\of the report) refer to 301nder "But, the ground of the- deCISIOIl
-was that the plaintiff having 1mpeached as a breach of- -trust an
mvestment made at hls request the questlon in the case was -,

’*- “ - ; - -“, - [ BN \,A"\'

6(1) (189'5) 20 Bom.,537. LT (4) (1889) 41 Ch D. 341.

“(@) (1895) 20 Bom, 677 S A5) (1872) L. R. 14 Eq, 348, 356,
© (1885) 29 Ch, D, 584 = (@ (1897) 22-Bom, 672, - 7
s e @ (1887) 14 Cal, 400 '
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2101000, Whether there had been any breach of trust of Whmh the plamt1ff:
Hnmmm ““had'a rlght to complam, and that for the decision of that questlonl
rljf’; Droz. * . ~the joinder of the plaintiff’s som, “who had a: contmgent interest,”
' Was not neeessary Bowen, L. J. however dissénted in Ayscough-
v. Bullar, the order allowing amendment and ]omder was made«
- under order xvi. rule 2 (quoted at page 342 of the report, footnote)
.A’VhICh corresponds in wordmg with section. 27 of the- Code of
* Civil Procedure; - The amendment was allowed “because the:
- original pla,mtlﬁ" proved to ‘have . derived her ‘title from the"
“defendant against whom she sought to enforce a covenant entered
into by him with the vendor of the added plaintiff, Butitisto

. be noted that the Court allowed: the amendment and Jomder
- because the real matter i in dispute, 'for the determination of which
< it was necessary to order the addition of a Plaintiff, was the true‘

” meanmw “and -construction’ of the covenant and whether it was,
1ntended for the commmion benefit of the houses owned by both the

orlgmal and the’ added. pla1nt1ﬂ’ (vzde page 342" stating the facts).

The act done by the defendant was 1n]ur1ous to both and “the

:,only questmn was which" was the right plaintiff. NOW, under.
- section 27 of the Code of Civil Procedure, the same essential is

req\nred viz. that the order for’ substitution or addition should

" be. necessary for the determma.tmn of the real matter in dxspute

2 There can be little doubt in- the present case that’ the suit has.

:,:‘been 1nst1tuted bona fide by the present pleunt1ﬂ? and the only

- question’ that remains is-whether the real matter in dispute
 between the present pla.1nt1ﬁ' and. the defenda.nts is the, ma,tter

 which renders the substitution of Messrs. Wllle Schmldt and Co,

“ for the ‘present plamtlﬁ’ necessnry And on this point there

. seems to ba_ considerable room. for doubt. . For, in the present

: ;form of the suit, the allegatlon is that the” defendants ha.ve
1m1ta.ted the 'zmjomters trade- mark the exclusive. right to use

~~which ‘in‘ this - countly s alleged to- have been estabhshed

“That allegatwn would, if substantlated prevent the imitation of

" the mark, entirely 1rrespect1ve of any rights ‘attaching ‘to" the
:_,manufacturer s trade-mark, and therefore ‘also irrespective of

any limitations- that mlght aﬁ’ect and restrlot the manufacturer s

'ﬂ‘_rxght to his trade—mark Protectmn might be claimable for the

:mark it it- -were the importer’s and indicated only selection and
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6hher questions must necessmrlly arise for determmatlon connected
».kgw1th the extent of the. manutacburer s rlght to . adopb and protect

"it'in the country of -its origin and consequently in all possible -
markets in which 1t may, be introduced. Thus the real matter

“in dispute in the suit, as instituted, was a clalm to_different.

rights from -those which would render neuessary a suit by a -
~producer and the substitation of hls name for plaintiff’s. - This

* the présent plaintiff has himself unconsclously demonstrated by

;,ob‘]ectmfr to the relevancy of. evidence against hlmself as tothe -
producer’s right to use the word “patent ’’ and as to the ﬁna.l
~ result of his contest with Messrs. Graber a rxval manufacturer s

“in relation to the latter's right to use the word “ ‘Horoscope.” -

~This does nob appear to be-a case therefore in which the
‘rlghts clalmed and in dispute are the same as those which
"'would be in dispate between defendant and the plaintiff whom
it i§ proposed to substitute, The two: plaintiffs’ ‘would have,s
: dlfferent, contentions to meet. Those objected to-as irrelevant- ..
by the present plaintiff as to the nature of Ais right would be
~most™ material in the case of the substituted plaintiff. It would, .
; therefore seém that the case of Ravsi v, Makadev™ cited . for .
‘.plamtlﬂ?' is inapplicable in ‘the" present instance.  For in that case
_the or1o*1nal plaintiff had sued to- estabhsh by v1rbue of 8- bendmi -

/purchase, rights which he professed to b - precisely those of the

plaintiff to be substituted.. But here the plaintiff has “asked for =~
an -adjudicati-n on his rlghts as 1mporber and not on the rights
“which ‘Messrs. Wille Sehmidt may or may not have as against
MeSars ‘Griber and all’ other producers. - The plamtlﬁ' has
nob alleged that his rights are derived solely .from and are
1dentlcal 'with those of Messrs. Wille Schmxdt Jbut has, onthe .

,contrary, resisted attémpts by- defendants based on the identity

of plaintiff’s rights with those of the p1oducer 'The case of -
Subodini Debi v. Cumar Ganoda,® also cited for plaintiff, seems_
'for the same reasons mapphca,ble, for there the plaintiff claimed -

only premsely the same’ rights as his employers who were
\substltuted for him, The casqof ‘qude V. Nomcm does not appea; ,

. f‘ @ (1897) 22 Bom. o2 | @ -(1887) 14 Cal 400, .
'3553"") T - ; _— T .
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1905:- RS ..fto be in any Way relevemt on’ thxs pomt It 'itrue that the
memn agent of the owner "of the trade-mark claimed Was “one of ‘the’
Z’:‘, onz - 'plamtlﬁ's, but ‘the owner. hlmself was also an owner ‘and there
- -.was o~ question - of* substitution. The- case of Richards- vi-
- Butc/zer seems  also. mapphca.b]e for slmxlar reasons.” For, ﬁh_e;e
'not only was the point raised (vide supm) when the pr oceedings"'
- were by way of demurrer, but the statement of claim alleged that
~the plmntlﬁ's were “agents of the’ proprletors of the trade-mark
-and dxd not allege an mfrmgement ‘of thelr own- txade-mark 0

e

of thelr prm(:lpa,ls which they sought t6" protect as their sole -
- agents, If the plaintiff had in the first instance abstained from -
- descublng the mark as his, and thereafterabstamed from.objecting
to the -relevancy. of ev1dence which. was material against the;
“owners of the mark; the case “would no doubt have been different.
" Bub even apart from the question whether under section’ 27;
f _the Court would : ha.ve had power to order t.he substltutlon for :
. plaintiff * of. Messrs Wille Schmidt & Co the case. having been’
- conducted up to the end by the plaintiff on lines which necessarlly\
“involved -the exclusmn of evidence bearmg on' the producer’s rights:
. and liabilities, does nob seem’ to, be one'in which the c=ubsst11:uf;10n
-‘should in-the exermse of ‘a sound discretion- be ordered For:
~ there would be no substantial advantage in such -an order at this
f stage " The’ defendants might, for anything that appears: in this-
"~ case, réquire such discovery, mspectlon and production of docu-.
" ments and obher matters in a suit to which Messrs. Wille Schmidt-
~would be pa,rhes, ‘a8 could not have been required or would have:
_been résisted in this case and the whole matter would practlcallyhave
~to bebried demovo. “Tbis of ‘course open to Messrs.-Wille Schmidt &
“-Co. to institate. proceedlngs on the morrow of this decxsxon, if ‘50"
advised; and they will then have. an opportumﬁy of meeting the
. whole ‘of the ob]ecblons that can be urged against the rights they
: cla1m Mr. Robertson stated at the end of the case that the plaintiff:
© wasin- possession of a - " power-of-attorney- authorlsmg him"to ta.ke
proceedmgs on behalf of Messrs. Wille Schmidt in respect of the
- trade-mark; and the’ power was handed up for inspection. by the
* Court. ‘But it was not admitted by the other. side that the power
was sufﬁcxent - The’ questions that would atise; in determmmg 1ts
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ﬁ‘xclency, could hard]y have been dlscussed 80 long after the close
; he- plalntlﬁ’s case, ‘and, if the plamtxfﬁ has reelly been in
possessmn throughout -of a power to sue in the owner’s name, he
-is hardly entitled to assert’ Jt at the lust moment, when he mlght
“have: éxercised the power from the outset and thus removed the -
obJectlons he has urged to the relevancy of ev1dence Whlch would
a,ffect his’ prmclpal I - - SR

defendants to plamtlff’s Suing must be held to have been Wa1ved

But section 84 refers to obJectlons for want of - “parties or ]omdel
or m1s301nder, and not to ObJGCthIlS on the ground ¢f wa.nt of .a.
- cause of action or right of suit in the plaintiff which may not be _
dlsc'losed until the case has-been proceeded-with and evidence has -
been ‘taken. . The plaintiff in his plaint in this_sait described the
ma.rk as his own , and ib.was not apparent from tbe outset that it
‘wvas in-no sense indicative of selection or importé tion by him; and
that 1t was not his property "The " objection therefore could not™
ha.ve been -waived by- the defendants, ~ The - ~plaintiff -has_
unfortunately claimed some one else’s trade mark as his own, and-
asked rehef on that basis, and the defect Was in hlS title; and not:
merely in the omission. to add ‘the real owner - Whose mterest
entlrely excluded his own.” .- T e N

}' ',‘The last: contentlon for plamtlff is tha.t the deiendents should
-have their defence struck out, under section-136, for failure to
comply . with the order under Ghapter X' of the Civil . Procedurs
< Code.: But it seemed to the Coult that the defendant examined
-in the case, Mr. ‘Amotritz, being a forewner, was. entitled to have
some allowance madefor failure. fully fo understand the: eﬁect
‘and ‘extent of the requls1tlon “made,” The .question’ raised. when .
the first” order for a supplemental affidavit was given, related’
to correspondence between his ﬁrm and Messrs, Gréiber, - and
“his “attention had mnot _in. cany ‘way " been. unected by “the .
cross-exammatlon up o that pomt to any other eorrespondence as .

reqmred for discovery, 1nspect10n and - production, and .in any <
s.case the other defendant, Mr. Droz, was no party to the failure of

Amotntz to comply. But it appeared to the Court more probable

_that there' was a failure to‘understand rather than a failure-
;to’ comply, the defendant on fully reahsmw what was 1eqmred,

,'u.~<~' LR S E
N R N Lo - R B



e 1900 havmg- put no dlf‘ﬁculhles in the wa,y of 1mmed1ate dxscovery and
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R \queshon of costs.. The defendants’ counsel claims that - the suit
" should be dismissed with costs and this in ordinary mrcumstances .
. would have been the result of the plaintiff's error. But itis ma.mfest

: that the mistake made by the plaintiff was a perfectly bond fide "

S “HEINIGER .

7 only WastmO’ the time of a Cou1t to contend that such a- questlo
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1nspect10n . % : ol
" The only questlon that now remaing f01 cons1derat10n is the

: the right of an importer to sue ‘on the manufacturer’s

. trade-mark a,ppears never to have come, under consideration” of :
".._.the Courts in India before—suits by importers in India having

" generally been of the nature of that in the Budische Aniline &e.
- Fabrik v. Maneckji.®  The plalntlﬁ attempted no suggestio falsi
-7 Or suppressio vers in his plamt or-in his deposition.. “His conduct. -
. throughout has been open, straightforward and honourable, and itis
" only an evidently bond fide mistake as to a somewhat difficult poxnt' .;
- of law with regard to the respective rights of the producer and the
' ‘;lmporter that bas rendered his suit so 1mperfecb in its constitution

as' to be unsustamable ‘The defendants, ‘on" the other- hand,‘r}‘_

~ instead of makmg ‘that - ground -a prehmmary objection, have’
- referred -to the trade-mark in their written statement as the’ -
; plalntlﬂ’s they have denied every. allegatlon of fact contained i in the"' ;
~ plaint, and even gone so far as to deny their own knowledge of faets: -
" which their own correspondence shows had been anxmusly discussed” -

by them—vide Exhibits A-9 to A-16 and especially Exhibit A-13,"°
. And -instead of straightforwardly disclosing . the more or less:

technical objections to plaintiff’s suit as brought, and thus avoiding
~_the accumulation of costs: which these protracted proceedings "
~ bave entailed, they -have unnecessarily and it seemed to the~

Court - wantonly -spun out. the case by futile contentions. as ‘to -

microscopical differences between the plamtlff’s trade-mark and’

- that’ which they have used.- Without any desire to prejudge. in-

any ‘way.the- ultlmate decision to be arrived at'in a suit- properly
constituted as to the similarity of the trade-mark in' this. case;.

~ ib-seems, in connection with defendant’s responsibility for the:

length of this - proceedm ‘necéssary to, remark -that it s

.\u

) (1893) 17 Bom -584¢
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i can- bo dec1ded by conmdermg' dlstrlbutwely the mmute detaﬂs of .: i900 >
two combmatlons irrespective of the result of the whole. - And ' Hnmmnn
© this*- is. more particalarly the case when the trade-marks are so Dnoz

- small as to lie between the figure XIT on the dial’ and the hands of
the watch. . This consideration was noted by Lord Cranworth ia -
* Leather Cloth, Company ~. American Leather Cloth “Company,® where
~ he said with reference to the size of a trade-mark : T mention this -
* because, if instead of occupymg the larges space, the whole had been
engraved on a stamp of the size of a sixpence or a shilling so asnob -
t6 be capable of being read W1thout theaid of a magnifying glass, or X
“even w1thout close exa.mma.tlon, the case Would have been dlﬁ'erent
A person purchasing leather cloth so stamped might fairly say ¢
~¢I did not attempt to decipher what was stamped on the altlcle
- which I-bought. I saw it had on it what appeared fo be and..
“what I could ‘not discover 'not to -be -the plaintiff’s stamp and
I therefore took it for granted that it was the- produce of the.
manufaotory’ . Tt is idle and vexatious to base a defence in &
- suit as to the resemblance between trade‘marks on ‘the substitution -
- of minute arrowheads for minute. asteuske ~or-of a stelliform
i combmatmn of indistinguishable symbols for an ordmary star; in a-
_ device which might be covered by a two-anna piece.  The salient.
--points of the device' which would impress a purchaser are the
faint red concentric circles, the centre with the starlike patteru ona
* dark. back ground and the actnal name of the watch, “And these /
sa,henb features the defendants have not denied to be common to
both watches, but they have nevertheless pxoduced nearly twenty
watches which have none of these sahent pomts in combmablon,
1eola,ted points of resemblance between them and the plamt:ff’
_ trade-mark. - The - defendant  examined ‘in - the - case wis.
emmently unsatlsfactory both in his demeanour -and in- the.
- substance of his deposition; reluctant: and . contentious under
c1oss-emm1nat10n, eager and f01ward in -his answers to his own"
- counsel. It wasimpossible to regard as otherwise than dlsmgenuous :
~his professed 'inability to discover a greater resemblance ‘between -
“.the Horoscope and the Roskopf watches than between' the latter.
and the Necco No. 8 bhe Bollo No. 7. The denial of all knowledge

) (1865)L1‘1'.H5 Li }c.isza_agp; 536.‘
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of admlssmns damagmg to hls, case’ and of facts whlch Were -

1ndub1tably within_ his knowledge was-still more” unmlstakeably &
(hsmgenuous, and as it is clear that if, instead of protracting the
-case' by prevarications and unjustifiable contentlons, he had in his
Wrxtten statements, or unmlstakeably a¥ an early stage in the

“suit, dlsclosed his intention of impugning plaintiff’s interest in a -

* trade-mark referred to in - the pleadings of both “parties as the
plamtxﬁ’s, the case would have been. dlsposed of or reconstltuted

’ elther without an appearance ‘of either party or at least the costs

of these protracted proceedmgs Would have been almost entlrely, f-‘
1f not altogether; avoided, ST T
. Under these cmcumstances, in. dlSIIllSSll‘lC" the plamtxﬁ’s smt )

. no order is made as to costs. L

GLL e e T T T Smtchsmzssed

Attorneys for plalntlff --M esrrs. éBwknell, M'erwanjz amZ
Motzlal SEELNY ~
Attorneys for defendants .-—Messrs. »S’metham, Blomd & Noble -
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Before .Mr Justwe Ranade and Mr, Justice 07 owe,

A BAI JADAV AND OTHERS (oamnun DEFENDANTB Nos 1 To 3),
APPELLANTS, v NARSILAL AND ANOTHER (ORIGINAL mermrs),
o ST BESPONDE\ITS. : :

el

- Succession to . vatan—Successzmb tlw'oug/b females—Bombay Act ITI of -
"1874, séction 5, as amended lzy sectwns 1 mwl 2 qf Bombay Act Vof 1886—
i Alwnatwn ofvatan.:';m" S v e P

S s ~.

A satan Tn Guzerat does not cease to' be vatan property as - deﬁned by'r

section 4 of Bombay Act 11T of 1874, - merely because a service: commutation -
" settlement has beéen effected, = Such a sottlement does ‘not cha.nge the nature of
* the property s1mply becanse service is not demanded, - -

-As far as {he power of- alienation is “concerned, if 1t is gra.nted by the settle-ff

‘ “ment; it cannot be taken away- by the change 1ntroduced in sectlo_n 5. of’;f
. “Bombay Act IIT of 1874 by section 1 of Bombay Act V of 1886. °

" ‘Section-2 of- Act V of 1886 (whwh amends soction 5 of Act III' of 1874)

- givesar preference- a ma.le members of the vatan famlly ovel‘ persons clmmmg
through femalesr . : - k . P

Second Appeaﬂs 1\05. 192 ‘and 294 0£ 1900‘ s
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